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Applicant is in receipt of the Office Action mailed April 10, 2006. Claims 1-36 
were rejected. Claims 21 - 25, 27, and 28 have been amended. Claim 26 has been 
canceled. Claims 1 - 25 and 27 - 36 remain pending in the application. 

Section 101 Rejection 

Claims 21 - 25, 27, and 28 were rejected under 35 U.S.C. §101 as being directed 
to non-statutory subject matter. Applicant has amended claims 21 - 25, 27, and 28 to 
recite, in pertinent part, a computer-readable storage medium. Applicant submits that no 
new issues are raised by the amendments. Applicant further submits that a computer- 
readable storage medium as recited in claims 21 - 25, 27, and 28 is an article of 
manufacture which satisfies the requirements of 35 U.S.C. §101. Therefore, in light of 
the claim amendments, Applicant respectfully requests withdrawal of the §101 rejection. 

Section 103 Rejection 

Claims 1 - 36 were rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Sehr (U.S. Patent No. 6,085,976) and further in view of Houvener et al. (U.S. Pub. No. 
2002/138351), hereinafter "Houvener." Applicant respectfully traverses the rejection in 
light of the following remarks. 

To establish a prima facie obviousness of a claimed invention, all claim 
limitations must be taught or suggested by the prior art. In re Royka, 490 F.2d 981, 180 
U.S.P.Q. 580 (C.C.P.A. 1974), MPEP 2143.03. Applicant respectfully submits that the 
cited references, taken individually or in combination, do not teach or suggest all the 
limitations recited in the claims. 

Applicant's claim 1 recites, in pertinent part: 
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A portable storage device containing network identification 
information for a processing unit, the processing unit being connectable to 
a data communications network and including a device reader configured 
to read the portable storage device, the portable storage device 
comprising: 

storage, the storage configured to store a network identity for the 
processing unit and at least one encryption key; and 

an access controller, the access controller being operable to control 
access to the storage by implementing key-key encryption. 

In regard to claim 1, Applicant respectfully submits that the cited references, taken 
individually or in combination, do not teach or suggest a "portable storage device 
comprising: storage, the storage configured to store a network identity for the processing 
unit." Sehr teaches a portable card which stores various kinds of information (e.g., an 
authenticity code) but not a network identity. In paragraphs [0027] - [0033], Houvener 
discloses an identification terminal which is configured to read and verify various forms of 
user identification such as credit cards, ID cards, check routing numbers, etc. Once the user 
identification has been entered into the terminal, the terminal may use a computer network 
to contact a remote database for verification of the user identification. In accessing the 
network, the terminal may identify itself by supplying a MAC address or other unique 
identifier "derived from local hardware." It is this identifier stored in local hardware, not the 
user identification information provided by an external source, which is used to access the 
network in Houvener. Therefore, the user identification information does not comprise a 
network identity. Any network identification information or network identity in Houvener 
(e.g., a MAC address) is stored in the terminal itself , not in the card or other portable 
element supplied by a user of Houvener' s terminal. Accordingly, neither Sehr nor 
Houvener teaches or suggests a portable storage device comprising storage, where the 
storage is configured to store a network identity. 

In the "Response to Arguments" section, the Final Office Action argued that 
"taking [Houvener] in combination with Sehr's teachings, the network id would be stored 
on the portable storage device (as disclosed by Sehr) in order to result in the advantage of 
validating the terminal using a network id in order to verify that only those terminals that 
should gain access to the private data are validated, as suggested by Houvener et al. in 
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par. 33, lines 18-25." Nevertheless, Applicant again submits that the cited references, 
taken individually or in combination, do not teach or suggest a "portable storage device 
comprising: storage, the storage configured to store a network identity for the processing 
unit." Houvener discloses a terminal which internally stores a network identification, and 
Sehr discloses a card which stores an authenticity code. Applicant respectfully submits that 
there is no evidence of a suggestion or motivation for one of skill in the art to combine 
Sehr and Houvener to produce the claimed invention. As held by the U.S. Court of 
Appeals for the Federal Circuit in Ecolochem Inc. v. Southern California Edison Co., an 
obviousness claim that lacks evidence of a suggestion or motivation for one of skill in the 
art to combine prior art references to produce the claimed invention is defective as 
hindsight analysis. In addition, the showing of a suggestion, teaching, or motivation to 
combine prior teachings "must be clear and particular .... Broad conclusory statements 
regarding the teaching of multiple references, standing alone, are not 'evidence'." In re 
Dembiczak, 175 F.3d 994, 50 USPQ2d 1614 (Fed. Cir. 1999). 

For at least the reasons discussed above, Applicant respectfully submits that 
independent claims 1, 13, 21, 29, 30, and 31 are patentably distinct from the cited 
references. The dependent claims provide additional limitations to the independent 
claims and are patentably distinct for at least the same reasons as the independent claims. 
Therefore, Applicant respectfully submits that claims 1 - 25 and 27 - 36 are in condition 
for allowance. Applicant respectfully requests withdrawal of the §101 and § 103(a) 
rejections. 
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CONCLUSION 



In light of the foregoing amendments and remarks, Applicants submit that all 
pending claims are now in condition for allowance, and an early notice to that effect is 
earnestly solicited. If a phone interview would speed allowance of any pending claims, 
such is requested at the Examiner's convenience. 

The Commissioner is authorized to charge any fees which may be required, or 
credit any overpayment, to Meyertons, Hood, Kivlin, Kowert & Goetzel PC Deposit 
Account No. 50-1505/5681-04200/BNK. 



Respectfully submitted, 




B. Noel Kivlin 
Reg. No. 33,929 

ATTORNEY FOR APPLIC ANT(S) 



Meyertons, Hood, Kivlin, 

Kowert & Goetzel, P.C. 
P.O. Box 398 

Austin, Texas 78767-0398 
Phone: (512) 853-8840 
Date: June 12. 2006 



11 



